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Period for R ply 



A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

1 )£3 Responsive to communication(s) filed on 22 November 2004 . 
2a)S This action is FINAL. 2b)Q This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quay/e, 1935 CD. 1 1, 453 O.G. 213. 

Disposition of Claims 

4) |EI Claim(s) 1A-9.1 1-1 8.21 -26.28-31 and 58 is/are pending in the application. 

4a) Of the above claim(s) . is/are withdrawn from consideration. 

5) D Claim(s) . is/are allowed. 

6) G3 Claim(s) 1.4-9.11-18.21-26.28-31 and 58 is/are rejected. 

7) D Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 

10)D The drawing(s) filed on is/are: a)Q accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a). 

Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 
1 1 )□ The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-1 52. 

Priority under 35 U.S.C. § 119 

12)D Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d) or (f). 
a)D All b)D Some * c)D None of: 

1 .□ Certified copies of the priority documents have been received. 

2. Q Certified copies of the priority documents have been received in Application No. . 

3. Q Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 
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DETAILED ACTION 



Introduction 

1 . The Examiner has carefully considered Applicants' amendments and remarks 
filed on 11/22/2004. Applicants' amendments to the claims 1 and 16, cancellation of 
claims 56 and 57 have all been entered. 

2. The text of those sections of Title 35, U.S. Code not included in this action can 
be found in a prior Office action. 

3. Rejections not maintained are withdrawn. 



Rejections Based on Prior Art 

4. Claims 1,4-9, 1 1-17 and 56-58 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Applicant's admitted prior art in view of McCurry et al. (US 6391415), 
generally for the reasons set forth in section 5 of Office action dated 8/19/2004, together 
with the following additional response to argument. 

First, for independent claims 1 and 16, it is noted that the term "comprising", at 
line 2 of each claim, has been changed to "consisting of. The Examiner notes that the 
amendments clearly change the scope of claims 1 and 16. 

Second, the Examiner repeats (see Office action dated 10/29/2003, pages 3-5) 
the relied upon prior art as follows: In the Background of the Invention, Applicant has 
admitted that most of the elements of the instantly claimed invention of a label assembly 
are known art (Specification, pages 1-5). Specifically, it is known art that heat-transfer 
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labels are typically constructed as part of a heat-transfer label assembly , with one or 
more heat-transfer labels printed on a removable carrier web (page 1, third paragraph). 
Kingston teaches that a wax release layer can be affixed to the paper sheet, and an ink 
design layer is printed on the wax release layer (page 1 , bottom paragraph). Parker 
teaches that the paper carrier web can be overcoated with a release layer of 
thermoplastic polyethylene : the ink design layer comprises a resinous binder selected 
from the group consisting of polyvinylchloride, acrylics, polvamides and nitrocellulose 
(page 3, top paragraph). Laprade teaches an improvement over Parker by adding a 
skim coat of carnauba wax is interposed between the polyethylene release layer and 
the protective lacquer layer to improve the release of the protective lacquer from the 
polyethylene-coated carrier web; Laprade also teaches that the ink layer comprises a 
design printed with a comprising a phenoxv resin (i.e., binder), silica and a colorant 
(page 4, top paragraph). Although Applicant's admitted prior art lacks express 
teachings of the amount of crosslinking resin and ink design layers being thermosetting 
within about 1-2 minutes at 250-325T, it is noted that McCurry's invention is directed to 
a heat-transfer label, and McCurry expressly teaches that a heat-activated, cross-linking 
agent may be added in at least one of the color coat and the protective, clear coat to 
improve water soak resistance; the heat-activated, cross-linking agent preferably is 
selected from the group consisting of urea and melamine formaldehyde, which has an 
activation temperature of greater than about 250°F, and preferably about 380°F (column 
3, lines 8-18; column 8, lines 65-67). Additionally, the Examiner notes that the prior 
statement that "it is common knowledge that crosslinked melamine formaldehyde is 
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inherently a thermoset polymer" is now taken as admitted prior art, because Applicant 
failed to specifically point out any supposed error in Examiner's position in prior 
responses. Regarding McCurry's silence about the amount of melamine formaldehyde 
and time required for thermosetting, it is noted that since the scope of McCurry's heat- 
transfer process is essentially the same as the instantly claimed invention, it is believed 
that a suitable amount of melamine formaldehyde and time for thermosetting are either 
inherently disclosed, and obvious optimizations, motivated by the desire to thermoset 
ink design layer timely. As such, it would have been obvious to one of ordinary skill in 
the art to modify Applicant's admitted prior art to incorporate McCurry's melamine 
formaldehyde into the ink design layers, motivated by the desire to improve the water 
soak resistance of the label. 

With respect to the brief review of prior art by Applicant (Remarks, pages 9-10), 
and Applicant's argument "the Patent Office is apparently contending that it would have 
been obvious to modify the Kingston label assembly by replacing Kingston design 12 
with McCurry color coat layer 22 ... the Patent Office has failed to give due weight to the 
stark and fundamental differences between the two types of label assemblies involved 
...the Kingston label assembly effects label transfer by virtue of a wax transfer layer 
that melts and splits when heated, the McCurry label effects label transfer by virtue of a 
silicone release finish 16 that remains with the carrier. Nowhere in McCurry is any 
mention made of using a wax layer as a mechanism for effecting label transfer" 
(Remarks, page 11, second paragraph), the Examiner respectfully reminds Applicant 
that the admitted prior art by Laprade teaches an improved release coating by adding a 



Application/Control Number: 10/067,685 Page 5 

Art Unit: 1771 

skim coat of carnauba wax between the polyethylene release layer of the carrier and the 
protective lacquer layer to improve the release of the protective lacquer from the 
polyethylene-coated carrier web , as set forth above. As such, it would have been 
obvious to one of ordinary skill in the art to substitute Kingston's wax release layer with 
the wax skim coat and carrier web of Laprade, motivated by the desire to obtain an 
improved release process. 

With respect to Applicant's argument "McCurry label assembly has a transfer 
portion that, at a minimum, requires both color coat layer 22 and protective clear coat 
layer 20" (Remarks, page 1 1 , second paragraph, last four lines), the Examiner notes 
that Applicant clearly argues the cited references individually. In response to 
Applicant's arguments, it is asserted that one cannot show non-obviousness by 
attacking references individually where the rejections are based on combinations of 
references. In particular, the Examiner repeats (see Office action dated 8/19/2004, 
pages 3-4) that Applicant has admitted that the prior art Kingston teaches that an ink 
design layer is printed on the wax release layer (which can be obviously improved with 
a wax skim coat, as set forth above) (see specification, page 1, bottom paragraph). 
Further, the cited reference by Kingston (US 3616015) also expressly shows in Fig. 1 
that an ink design layer is deposited directly on the wax layer. As such, it is the 
Examiner's position that the combined teachings (Kingston and Laprade) of Applicant's 
admitted prior art clearly teach the heat transfer assembly of instant invention as 
claimed , and Applicant's argument against McCurry individually for having a protective 
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layer between the color coat layer (ink design layer) and a release coating (wax skim 

4 

coat) is not persuasive. 

With respect to Applicant's argument The function of a wax skim coat is 
principally to improve the release between a label and its carrier and is not to provide 
protection to the underlying design or to adhere the underlying design to a substrate. In 
fact, because a wax skim coat is inadequate for such protective and/or adhesive 
purposes, label assemblies that include a wax skim coat also include one or both of a 
protective lacquer layer that is disposed over the transferred ink design ... one of 
ordinary skill in the art would not have regarded the Kingston wax transfer layer as 
equivalent to or interchangeable with a wax skim coat -without also including in the 
label a protective layer and/or an adhesive layer." (Remarks, pages 12-13, bridging 
paragraph), the Examiner respectfully notes that Applicant appears to have 
misinterpreted the meaning and function of the "protective coat". It should be noted that 
before the transfer, the surface of the ink design layer is adjacent to the carrier web, i.e., 
it is not an exposed outer layer, so there is no need to "protect" it. Only after the label is 
transferred, then it becomes an outer layer, and the durability of the ink design layer 
could be improved by a "protective coat". As such, Applicant's argument "a wax skim 
coat is inadequate for such protective and/or adhesive purposes" appears to be 
erroneous, because there is no requirement for a wax skim layer to provide "protection". 
Additionally, Applicant fails to provide any evidentiary support that the use of a wax skim 
would have also required a protective layer, and it is well settled that Attorney 
arguments cannot take the place of evidence. Finally, the Examiner notes that 
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Applicant's argument also appears to be arguing against the instantly claimed invention 
as not enabling. 

With respect to Applicant's argument "Nowhere in McCurry is the use of a heat- 
activatable catalyst disclosed or suggested. The Patent Office has no basis for 
assuming that a heat-activatable catalyst is present for the lower range of activation 
temperatures since there are other factors (e.g., choice of cross-linker and/or other 
components of the layer) that may impact activation temperature. Moreover, as noted 
previously, McCurry specifically teaches away from lower activation temperatures." 
(Remarks, page 13, second full paragraph), the Examiner notes that the prior statement 
(see Office action dated 3/2/2004) "Since McCurry's typical activation temperature of 
the adhesive is at 120°F-220°F, and it is conventional and well known a catalyst can be 
used to shorten the reaction time, it is believed that including a suitable catalyst in the 
ink design layer to lower the activation temperature for crosslinking is either implicitly 
disclosed by McCurry, or an obvious optimization to one of ordinary skill in the art of 
crosslinking, motivated by the desire to increase the production efficiency by shorten the 
processing time" is now taken as admitted prior art, because Applicant fails to 
adequately traverse the Examiner's position. In particular, the Examiner repeats that 
McCurry expressly teaches that the purpose of initial processing temperature at 120°F- 
220°F is to "allow the adhesive to be activated at a first, lower temperature and 
crosslinking agent to be activated (i.e.. implicitly that a temperature-specific catalyst is 
included) at a second, higher temperature after the label has been transferred to the 
substrate " (column 3, lines 19-22). Further, McCurry also teaches that "because of the 
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mechanics of transferring a label, the heat-activated, crosslinkinq agent may have an 
activation temperature down to equal or about equal to the activation temperature of the 
adhesive and still perform satisfactory" (column 3, lines 22-26). In other word, McCurry 
does teach lower activation temperatures for the ink design layer, Applicant's argument 
to the contrary notwithstanding. Finally, with respect to Applicant's aforementioned 
argument "... other factors (e.g., choice of cross-linker and/or other components of the 
layer) that may impact activation temperature", the Examiner notes that the "other 
factors" appear to be irrelevant to McCurry's express teaching of proper selection of a 
temperature-specific activation of the crosslinking of the ink design layer. In particular, 
Applicant fails to provide any evidentiary support that how the "choice of cross-linker 
and/or other components of the layer" will preclude McCurry's teachings. 
5. Claims 16-18, 21-26 and 28-31 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Applicant's admitted prior art in view of McCurry et al. (US 6391415), 
and further in view of Bilodeau et al. (US 6376069), generally for the reasons set forth in 
section 5 of Office action dated 8/19/2004, together with the following additional 
response to argument. 

First, the Examiner repeats (see Office action dated 10/29/2003, page 6) the 
relied upon prior art Bilodeau as follows: Bilodeau's invention is directed to a heat 
transfer label including a non-wax, non-silicon release layer for use in decorating an 
article without leaving a visually discernible release residue on the decorated article 
(Abstract). Bilodeau expressly teaches that the release layer comprises crosslinking 
monomer and functionalized alkyl monomer containing epoxidized cc-olefin (column 10, 
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lines 8-59). Bilodeau also teaches that plastic films are sufficiently extensible to enable 
the selective stretching of various regions (column 9, lines 29-31). Although Bilodeau is 
silent about the reaction between the releasing layer and film substrate during stretching 
and heat setting, since the scope of the releasing layer of Bilodeau et al. (US 6376069) 
is the same as the instantly claimed invention, in the absence of unexpected results, it is 
the Examiner's position that the reaction between the releasing layer and the film 
substrate is either inherent, or obviously provided, once the same composition of the 
releasing layer is produced or selected. Additionally, the Examiner's prior statement 
that "amine-blocked sulfonic acid is a conventional and well known catalyst for 
crosslinking (or thermosetting) melamine formaldehyde in a controlled temperature 
range." is now taken as admitted prior art, because Applicant failed to specifically point 
out any supposed error in Examiner's position in prior responses. 

With respect to Applicant's argument "with respect to claims 16-18, 21-26, 28-31, 
one of ordinary skill in the art would not have been motivated to replace the Kingston 
wax transfer layer with a non-wax carrier as claimed as there would have been no 
expectation that such a label would perform adequately without also including a 
protective layer and/or an adhesive layer." (Remarks, page 13, first full paragraph), the 
Examiner notes that Applicant fails to provide any evidentiary support for the 
aforementioned argument, and it is well settled that Attorney arguments cannot take the 
place of evidence. Additionally, the Examiner notes that Applicant's argument also 
appears to be arguing against the instantly claimed invention as not enabling. 
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Conclusion 

6. Applicant's amendment necessitated the new ground(s) of rejection presented in 
this Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP 

§ 706.07(a). Applicant is reminded of the extension of time policy as set forth in 37 
CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1.136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the date of this final action. 

7. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Victor S Chang whose telephone number is 571-272- 
1474. The examiner can normally be reached on 8:30 - 5:00. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Terrel H Morris can be reached on 571-272-1478. The fax phone number 
for the organization where this application or proceeding is assigned is 703-872-9306. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 



Victor S Chang 
Examiner 
Art Unit 1771 
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